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Art Unit 

3623 



-- The MAILING DATE of this communication app ars on the cov rsh t with the correspondenc address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED {35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 29 April 2003 . 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) Kl Claim(s) 3-6,9-13 and 17-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [K) Claim(s) 3-6,9-1 3 and 17-57 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

aOAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) IZI The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 



1) O Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) O Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application (on April 7, 2003) after final 
rejection. Since this application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on April 7, 2003 (After-Final Amendment, paper no. 40) has been 
entered. 

Claims 3, 9, and 17 have been amended. 
Claims 3-6, 9-13, and 17-57 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 3-6, 9-13, and 17-57 have been 
considered but are moot in view of the new ground(s) of rejection, necessitated by 
Applicant's amendment of the claims. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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4. Claims 3-6, 9-13, and 17-57 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Independent claims 3, 9, and 17 
have been amended to recite that "the first agent automatically gathers information from 
the target computer without the user's authorization"; however, the specification does 
not provide adequate written disclosure regarding any authorization being provided by 
the user. Furthermore, this lack of adequate written disclosure contributes to the 
inability of one of ordinary skill in the art to make and use Applicant's invention, as 
claimed. For example, one of ordinary skill in the art would not understand, without 
undue experimentation, whether Applicant's recited "without the user's authorization" 
refers to a user's forthright denial of access by an agent to his/her personal information 
stored on the target computer or merely to a user's unawareness of an agent accessing 
his/her personal information from the target computer. Additionally, it is not clear how 
such a step would be legally accomplished, especially in light of current privacy laws. 
Appropriate correction and/or clarification is required. 

In light of the rejection of claims 3-6, 9-13, and 17-57 under 35 U.S.C. 112, 1 st 
paragraph, the Examiner cannot reasonably ascertain what Applicant intends to claim 
as the invention. Until this rejection is sufficiently addressed, the Examiner will maintain 
the standing art rejection. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3-6, 9-13, and 17-57 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over OToole, Jr. et al. (U.S. Patent No. 6,279,112 B1) in view of Davis et 
al. (U.S. Patent No. 5,796,952). 

OToole discloses a system comprising: 
[Claim 3] a target computer to receive a content (Figs. 1,3- The client computer is 
the target computer); and 

a content provider coupled to the target computer via a network to transmit the 
content (Figs. 1,3- The servers are content providers), the content provider 
comprising: 

a user rule page containing information automatically obtained from the target 
computer by a first agent, the first agent having a triggering program to filter information 
and to determine whether the information is relevant to the user rule page (col. 7, line 
24 through col. 8, line 4 - The smart digital offer object functions as the claimed "first 
agent." Profile information, i.e., "a user rule page," received from the client computer is 
sent to trusted servers. This profile information is information requested by, i.e., 
information deemed significant to, the trusted servers; therefore, OToole's smart digital 
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offer object functions as the claimed "first agent having a triggering program to filter 
information and to determine whether the information is significant"); and 

a rulebook to provide a rule based on the user rule page, the rule controlling the 
content to be transmitted from a database to the target computer, the rule stored in form 
of a condition-action pair (col. 10, lines 18-24 - Customizing "client-specific sales offers 
and coupons" sent by a server to a client computer based on the profile received from 
the client computer is by definition controlled by a set of rules. This is how the server 
automatically determines which offers and coupons to send to which client. Further, all 
decisions made in a computer system are based on condition pairs. For example, if A is 
true, then perform B. If the client has a history of purchasing computer parts, send 
him/her an advertisement and/or coupon to purchase a DVD drive. OToole's collection 
of rules for customizing targeted information based on a client's profile is equivalent to 
the claimed "rulebook... based on the user rule page"); 

[Claim 5] wherein the first agent uses an internet programming language (col. 7, 
lines 26-29 - OToole's smart digital offer object may be programmed as an Active X 
applet. Active X is known in the art to be useful for developing interactive content for the 
World Wide Web, i.e., the internet); 

[Claim 6] wherein the rule page comprises at least one of a hardware profile 
indicating hardware capabilities of the target computer, a software profile indicating 
software used by the target computer, and a user profile including dynamic information 
related to a user using the target computer (col. 7, lines 38-43; col. 8, lines 1-4; col. 9, 
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lines 18-28 - OToole's smart digital offer object may track "dynamic information related 
to a user using the target computer," such as the user's purchasing history); 
[Claim 21] further comprising a second agent to update information in the user rule 
page rule directs the content in a database and provides a rule page corresponding to 
the target computer (col. 7, lines 24-43 - A smart digital offer object is retrieved with 
each "document of web-based information" and each additional object can update the 
user's profile, i.e., "user rule page"); 

[Claim 41] wherein the content is transmitted in an internet protocol format (col. 10, 
lines 18-21); 

[Claim 43] further comprising a second agent to update information in the rule page 
(col. 7, lines 24-43 - A smart digital offer object is retrieved with each "document of 
web-based information" and each additional object can update the user's profile, i.e., 
"user rule page"); 

[Claim 46] wherein the first agent is an object code for a control residing on a web 
page (col. 7, lines 24-43 -- A smart digital offer object, e.g., written in Active X, is 
retrieved with each "document of web-based information" and then activated at the 
client computer); 

[Claim 47] wherein the control is transmitted with the web page while a dormant 
object resides on a server (col. 7, lines 24-43 - A smart digital offer object, e.g., written 
in Active X, remains dormant on the server until it is retrieved with a "document of web- 
based information" and then activated at the client computer); 
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[Claim 48] wherein the target computer communicates with additional content 
providers, and wherein the target computer maintains several provider rule pages of the 
additional content providers (col. 7, lines 22-62 - The "additional content providers" are 
equivalent to OToole's multiple trusted servers, each of which is separately authorized 
by the client's avatar to have access to requested client information, which is then used 
to create a respective user profile, i.e., "rule page," stored by each of the authorized 
trusted servers); 

[Claim 49] wherein each provider rule page includes information from at least one of 
the additional content providers (col. 7, lines 22-62 - The "additional content providers" 
are equivalent to OToole's multiple trusted servers, each of which is separately 
authorized by the client's avatar to have access to requested client information, which is 
then used to create a respective user profile, i.e., "rule page," stored by each of the 
authorized trusted servers). 

Regarding claims 3, 4, 24-26, and 28, OToole discloses the use of a "channel 
object" to set up an asynchronous communication service for providing information to a 
client computer via a broadcast, satellite feed, internet, cable, or multicast channel (col. 
4, lines 20-50; col. 5, lines 4-22; col. 6, lines 32-39). In order to successfully set up a 
communication channel between a client and server, the two must be utilizing hardware 
and software compatible with the particular type of communication used (e.g., 
broadcast, satellite feed, internet, cable, or multicast channel). OToole does not 
explicitly disclose how this confirmation of compatibility between the client and server's 
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communication hardware and software is established; however, Davis teaches the 

monitoring of client activity in order to create a client profile that is used to target 

content, such as an ad, to a user (col. 4, lines 24-27). More specifically, Davis discloses 

a tracking system that comprises agents, such as JAVA applets or those written in 

Active X, in order to profile user information (col. 10, lines 50-57). Davis states that the 

following types of information can be obtained from a client computer: 

...When the client leaves the Web page (S307), the tracking 
program calculates the amount of time the user has 
interacted with and displayed the Web page and sends this 
information to a server. Other available client information, 
such as the network ID and client ID, or so-called 'Cookie' of 
the client, is also sent to the server (S308). If desired, other 
information concerning the client computer may be 
automatically acquired and sent to the server, such as the 
type of hardware in the client computer and various 
resources that are resident on the client computer. (Col. 9, 
lines 35-45) 



Davis teaches the ability to use an agent to obtain data regarding hardware 
characteristics of a target computer (as per claim 3). Further, Official Notice is taken 
that it is old and well-known in the art of computers that modem speed, processor type, 
amount of memory available, processor clock speed, and computer memory usage are 
commonly used to define the hardware characteristics of a computer (as per claims 4 
and 24). Also, Official Notice is taken that it is old and well-known in the art of 
computers to assess the software profile, including data regarding a software package 
and memory usage, of a computer (as per claim 25). All of this information regarding 
hardware and software characteristics of a computer is important when deciding which 
communication protocols to establish, especially when compatibility of communication 
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protocols between a server and client is being assessed (as would be important to 
OToole for the reasons discussed above). Therefore, the Examiner asserts that it 
would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to incorporate with OToole a condition in the condition-action pair being a 
hardware characteristic, including modem speed, processor type, amount of memory 
available, processor clock speed, and computer memory usage, of the target computer 
to then use the rule to match content with the hardware characteristics of the target 
computer (as per claims 3, 4, 24, 28) and to incorporate with OToole the ability to 
gather software profile information, including that of a software package and memory 
usage of the target computer (as per claim 25) in order to help ensure that OToole's 
channel objects are transmitting content, such as advertisements, to client computers 
using both a communication protocol that is compatible with the server and respective 
client computer as well as an amount of information that can be handled by the 
respective client computer. 

Regarding claim 26, OToole does not explicitly teach the profiling of the web 
sites visited and time spent at each by a user; however, Davis makes up for this 
deficiency, as discussed above and in col. 9, lines 35-38 and col. 13, lines 47-62. Davis 
uses this information to more effectively "target an ad banner based upon the diverse 
interests of respective users" (col. 13, lines 60-62). Therefore, the Examiner asserts 
that it would have been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to enable OToole to profile information regarding the web sites 
visited and time spent at each by a user (as taught by Davis) in order to assist OToole 
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in more effectively targeting content, such as advertisements, that may be of interest to 
each respective user. 

[Claim 29] OToole teaches the transmission of advertisements to client computers 
(col. 10, lines 18-21); however, he fails to explicitly disclose that the advertisements 
may be advertisement banners perse. Davis discloses the targeting of advertisement 
banners based on a user's profile (col. 13, lines 57-62). Advertisement banners 
typically span a web page and are therefore especially useful in drawing a customer's 
attention to an ad. Therefore, the Examiner asserts that it would have been obvious to 
one of ordinary skill in the art at the time of Applicant's invention to adapt OToole to 
transmit targeted advertisement banners to its users (as taught by Davis) in order to 
provide web-based ads which are especially useful in drawing a user's attention to the 
advertised product or service, which is targeted to a user based on his/her profile. 

[Claims 9-1 3, 30, 31 , 33-35, 37-39, 44, and 50-53] Claims 9-1 3, 30, 31 , 33-35, 37- 
39, 44, and 50-53 recite limitations already addressed by the rejection of claims 3-6, 21, 
24-26, 28, 29, 41 , 43, and 46-49 above; therefore, the same rejection applies. 
Furthermore, as per claim 31, OToole's customer profiles are dynamic; therefore, they 
are presumably updated when customer data changes (col. 7, line 38 through col. 8, 
line 4; col. 9, lines 1 5-54; col. 1 0, lines 4-38). In other words, updating customer profile 
data comprises the steps of "inserting new data into the rule page" and "removing old 
data from the rule page." For example, the presence of coupons on a client computer is 
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detected as part of the profile, i.e., rule page, information (col. 7, lines 40-43); therefore, 
once a coupon is used, it is then deleted from the list of active coupons on the client 
computer. Upon updating a profile, this change would be updated as well, presumably 
by "inserting new data into the rule page" and "removing old data from the rule page" 
(as per claim 31). 

[Claims 17-20, 22, 23, 27, 32, 36, 40, 42, 45, and 54-57] Claims 17-20, 22, 23, 27, 
32, 36, 40, 42, 45, and 54-57 recite limitations already addressed by the rejection of 
claims 3-6, 21 , 24-26, 28, 29, 41 , 43, and 46-49 above; therefore, the same rejection 
applies. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (703) 305- 
1337. The examiner can normally be reached on Monday-Friday, 9 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (703) 305-9643. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is 
(703)308-1113. 

Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
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Alexandria, Virginia 22313-1450 

or faxed to: 

(703)305-7687 [Official communications; including 
After Final communications labeled 
"Box AF"] 

(703)746-7048 [Informal/Draft communications, labeled 
"PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 22202, 7 th floor receptionist. 

Susanna M. Diaz 
Patent Examiner 
Art Unit 3623 
May 23, 2003 




